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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tlie fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
23, 2006 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty defined in section 351(a) shall have 
the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

Claims 21-27, 34 and 36 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Richards (US Patent Number 4,887.601) , cited by examiner on 892, paper number 
20060320. 

Richards discloses various embodiments of a device for engaging tissue having a 
preexisting opening comprising an annular-shaped ring, e.g. 16A and 16B, having a 
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width disposed about a longitudinal axis, and at least two staple members, e.g. 14. 
extending from and integrally formed with the ring, having a thickness extending from 
the ring each having a distal portion formed of an super elastic material, the distal 
portions having a first configuration, where the distal portions are separated by a first 
distance and wherein the distal portions are substantially parallel to the longitudinal 
axis, and a second configuration, where the distal portions are separated by a second 
distance, the second distance being less than the first distance, wherein the width of the 
annular-shaped ring is greater than the thickness of the staple members (see 
embodiments of figures 1 and 4-8, column 4, lines 21-38, 52-68, and column 5, lines 1- 
15). The first distance is greater than the diameter of the opening and the second 
distance is less than the diameter of the opening (see embodiments of figures 1 and 4- 
8, column 4, lines 21-38, 52-68, and column 5, lines 1-15). The distal portion of the 
staple members is substantially orthogonal to the longitudinal axis when the distal 
portions are in the second position and the distal portion has a sharpened point (see 
embodiments of figures 1 and 4-8, column 4, lines 21-38, 52-68, and column 5, lines 1- 
15). In addition, the distal portions are located radially inward relative to the annular ring 
when the distal portions are in the second configuration, and the distal portions of the 
staple members are not parallel with the longitudinal axis when the distal portions are in 
the second configuration (see embodiments of figures 1 and 4-8, column 4, lines 21-38, 
52-68, and column 5, lines 1-15). 

With regard to the statement of intended use and other functional statements, they 
do not impose any structural limitations on the claims distinguishable over Richards, 
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which is capable of being used as claimed if one so desires to do so. In re Casey, 152 
USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 469 (CCPA 1963). 
Furthermore, the law of anticipation does not require that the reference "teach" what the 
subject patent teaches, but rather it is only necessary that the claims under attack "read 
on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 
1983). Furthermore, the manner in which a device is intended to be employed does not 
differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham. 2 USPQ2d 1647 (1987). 

Claims 21-36 are rejected under 35 U.S.C. 102(e) as being anticipated by Tovey 
et al. (US Patent Number 5.478,354), cited by applicant on 1449, paper number 
12212005. 

Tovey et al. disclose various embodiments of a device for engaging tissue having 
a preexisting opening comprising an annular-shaped ring, e.g. 88 or 92, having a width 
disposed about a longitudinal axis, a tubular member, e.g. 99, a driver (see column 4, 
lines 39-40 and 55-56), wherein the drive and the are movable with respect to one 
another, and staple members, e.g. 84-86 or 94, extending from and integrally formed 
with the ring, having a thickness extending from the ring each having a distal portion 
formed of an super elastic and shape-memory material, the distal portions having a first 
configuration, where the distal portions are separated by a first distance and wherein 
the distal portions are substantially parallel to the longitudinal axis, and a second 
configuration, where the distal portions are separated by a second distance, the second 
distance being less than the first distance, wherein the width of the annular-shaped ring 
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is greater than the thickness of the staple members (see embodiments of figures 8-1 1 , 
column 4, lines 32-67, column 5, lines 47-59, and column 6, lines 20-37). The first 
distance is greater than the diameter of the opening and the second distance Is less 
than the diameter of the opening (see embodiments of figures 8-1 1 , column 4, lines 32- 
67, column 5, lines 47-59, and column 6, lines 20-37). The distal portion of the staple 
members is substantially orthogonal to the longitudinal axis when the distal portions are 
in the second position and tlie distal portion lias a sharpened point (see embodiments 
of figures 8-11, column 4, lines 32-67, column 5. lines 47-59, and column 6, lines 20- 
37). In addition, the distal portions are located radially inward relative to the annular ring 
when the distal portions are in the second configuration, and the distal portions of the 
staple members are not parallel with the longitudinal axis when the distal portions are in 
the second configuration (see embodiments of figures 8-11, column 4, lines 32-67, 
column 5, lines 47-59, and column 6, lines 20-37). 

With regard to the statement of intended use and other functional statements, they 
do not impose any structural limitations on the claims distinguishable over Tovey et al., 
which is capable of being used as claimed if one so desires to do so. In re Casey, 152 
USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Furthermore, the law of anticipation does not require that the reference "teach" what the 
subject. patent teaches, but rather it is only necessary that the claims under attack "read 
on" something in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 
1983). Furthermore, the manner in which a device is intended to be employed does not 
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differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham. 2 USPQ2d 1647 (1987). 

Response to Arguments 

Applicant's arguments with respect to claims 21-36 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Annette R. Reimers whose telephone number is (571) 
272-7135. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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